REMARKS 

The above Amendments and these Remarks are in reply to the Office Action mailed 
February 8, 2007, the Examiner Interview of April 9, 2007, and the Examiner Interview 
Summary of April 23, 2007. Applicants acknowledge with thanks Examiner Hashem's 
assistance in granting an interview on April 9, 2007, during the course of which interview 
various features of the claimed embodiments were discussed, the substance of which is included 
herein. 

Claims 1-9 and 11-41 were pending in the Application prior to the outstanding Office 
Action. In the Office Action, the Examiner rejected claims 1-9 and 11-41. The present Reply 
amends claims 1, 9, 19, 23, 27, and 35-36, and adds new claims 42-46, leaving for the 
Examiner's present consideration claims 1-9 and 11-46. Reconsideration of the rejections is 
respectfully requested. 

I. Claim Rejections 

1. Claims 1-8 were rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent No. 6,366,578 by Johnson, in view of U.S. Patent No. 5,764,748 by Rosenthal. 

2. Claims 9, 11, 12 and 14-18 were rejected under 35 U.S.C. 103(a) as being 
unpatentable over Johnson in view of Rosenthal. 

3. Claim 13 was rejected under 35 U.S.C. 103(a) as being unpatentable over Johnson in 
view of Rosenthal, as applied to claim 9, and in further view of U.S. Patent No. 5,894,504 by 
Alfred, et al. 

4. Claims 19-22 were rejected under 35 U.S.C. 103(a) as being obvious over U.S. Patent 
No. 6,941,342 by Nelson in view of Johnson. 

5. Claims 23-26 were rejected under 35 U.S.C. 103(a) as being unpatentable over 
Johnson in view of Rosenthal. 

6. Claims 27-34 were rejected under 35 U.S.C. 103(a) as being unpatentable over 
Johnson in view of Rosenthal. 

7. Claims 35-41 were rejected under 35 U.S.C. 103(a) as being unpatentable over 
Johnson, in view of Rosenthal. 
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II. Response to Rejections 

Claims 19-22 

The Office Action rejected claims 19-22 under 35 U.S.C. 103(a) as being obvious over 
Nelson (U.S. Patent No. 6,941,342) in view of Johnson. Based upon the earlier effective U.S. 
filing date, the Nelson reference constitutes prior art only under 35 U.S.C. 102(e). 35 U.S.C. 
1 03(c) 1 provides: 

"Subject matter developed by another person, which qualifies as prior art only 
under one or more of subsections (e), (f), and (g) of section 102 of this title, shall 
not preclude patentability under this section where the subject matter and the 
claimed invention were, at the time the claimed invention was made, owned by the 
same person or subject to an obligation of assignment to the same person." 

The Appendix to this Reply contains copies of the assignments for the current application 
and the Nelson reference. The Nelson reference cannot be used to preclude patentability because 
both the reference and the claimed invention were owned by the same person or subject to an 
obligation of assignment to the same person. 



Claims 1-8 and 42-46 
Claim 1, as amended, states: 

A method for a first user to communicate with a second user and a third user over 
multiple channels, comprising the steps of: 

(a) communicating over a first channel; and 

(b) initiating a new communication over a second channel between the first 
user and the third user, the second channel being capable of transmitting an audible 
input from the third user only to the first user while being capable of transmitting 
audible signals corresponding to a first user's silent input from the first user to the 
third user, by performing the following steps: 

(1) selecting the second channel; 

(2) selecting a phrase which can be predefined, recorded as needed, or 
synthetically generated on demand; 

(3) generating an audible utterance representative of the selected 
phrase; and 

(4) providing the audible utterance over the selected second channel 
only while communicating over the first channel. 

Claim 1 defines a method for a user to communicate with a second user and a third user 
over multiple channels by transmitting an audible input from the third user only to the first user 
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while being capable of transmitting audible signals corresponding to the first user's silent input 
selections into equivalent audible signals. 

The Office Action alleges that claim 1 is disclosed by Johnson in view of Rosenthal. 
Johnson describes a switchboard office attendant program which allows a user to switch calls, 
page recipients, and route calls. The switchboard office attendant in Johnson can talk on the 
phone with one person while sending an electronic message through her office attendant program 
(essentially a graphical user interface software application on a computer). Rosenthal discloses 
an enhanced call waiting feature. Rosenthal discloses a text to speech conversion where the user 
presses a number on the phone and the number is used to choose a message, or to specify a 
length of time for the caller to call back later. 

Claim 1 requires that the selected phrase can be "predefined, recorded as needed, or 
synthetically generated on demand." In Rosenthal, the user is only allowed to choose between a 
call back later message or specify a numerical amount of time in which to call back later. 
Applicants respectfully submit that the combination of Johnson and Rosenthal does not disclose 
where the selected phrase can be "predefined, recorded as needed, or synthetically generated on 
demand." 

Dependent Claim 43 adds the requirement that a graphical representation of audio on a 
second channel can be visually displayed to a user. Dependent Claim 44 adds the limitation that 
data for phrase elements and phrase representations is extracted from stored information on a 
host computer. Dependent Claim 45 adds the limitation wherein the extracted data is 
appointment information from a calendar application. Dependent Claim 46 adds the limitation 
wherein text-to-speech generation or predefined audio vocabularies are used to vocalize the 
appointment information. 

For the reasons stated above, Applicants respectfully submit that the embodiment as 
defined in claim 1 is patentable. Dependent claims 2-8 and 42-46 add their own limitations 
which render them patentable in their own right. 

Claims 9-18 

Claim 9 (as amended) states: 

A multi-channel telecommunication system, comprising: 

(a) an audio input; 

(b) a channel representation; 
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(c) a phrase representation which can be predefined, recorded as needed, or 
synthetically generated on demand; 

(d) a display capable of displaying a channel representation and a phrase 
representation; 

(e) a memory capable of storing the channel representation, phrase representation and 
a phrase element associated with the phrase representation, wherein the phrase 
element has an internal representation of an audible utterance; 

(f) a processor, coupled to the audio input, display and memory, wherein the 
processor initiates a first control signal and a second control signal not in 
response to an incoming communication; 

(g) an audio generator, coupled to the processor and memory, wherein the audio 
generator generates an audible utterance responsive to the first control signal and 
the phrase element; and, 

(h) a channel selector, coupled to the processor and audio generator, wherein the 
channel selector selects a channel responsive to the second control signal and 
provides the audible utterance over the selected channel only while 
communicating over another channel and being capable of receiving an audible 

input over the selected channel. 



Independent Claim 9 defines a multi-channel telecommunication system comprising an 
audio input, a channel representation, a phrase representation, a display, a memory, a processor, 
and an audio generator. Applicants respectfully submit that the combination of Johnson and 
Rosenthal does not disclose where the selected phrase can be "predefined, recorded as needed, or 
synthetically generated on demand." 

For the reasons stated above, Applicants respectfully submit that the embodiment as 
defined in claim 9 is patentable. Dependent claims 11-18 add their own limitations which render 
them patentable in their own right. 



Claims 23-26 
Claim 23 (as amended) states: 
A general purpose computing device, comprising: 

(a) a display, capable of displaying a channel representation and a phrase 
representation; 

(b) a memory, capable of storing the channel representation, phrase 
representation, and a phrase element associated with the phrase 
representation, wherein the phrase element can be predefined, recorded as 
needed; or synthetically generated on demand and has an internal 
representation of an audible utterance; 
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(c) a processor, coupled to the display and memory, wherein the processor 
initiates to generate a first control signal responsive to selection of the 
channel representation and a second control signal responsive to selection 
of the phrase representation; 

(d) an audio generator, coupled to the processor and memory, wherein the 
audio generator generates an audible utterance responsive to the second 
control signal and the phrase element; and 

(e) a channel selector, coupled to the processor and audio generator, wherein 
the channel selector activates a channel responsive to the first control signal 
and provides the audible utterance over the selected channel only not in 
response to an incoming communication while communicating over another 
channel and being capable of receiving an audible input over the selected 
channel. 



Independent Claim 23 defines a general purpose computing device comprising a display, 
a memory, a processor, an audio generator, and a channel selector. Applicants respectfully 
submit that the combination of Johnson and Rosenthal docs not disclose where the selected 
phrase can be "predefined, recorded as needed, or synthetically generated on demand." 

For the reasons stated above, Applicants respectfully submit that the embodiment as 
defined in claim 23 is patentable. Dependent claims 24-26 add their own limitations which 
render them patentable in their own right. 



Claims 27-34 
Claim 27 (as amended) states: 

A telecommunication infrastructure, comprising: 

(a) a first electronic device, coupled to the telecommunication infrastructure over a 
first channel; 

(b) a second electronic device, coupled to the telecommunication infrastructure over a 
second channel; 

(c) a third electronic device, coupled to the telecommunication infrastructure, capable 
of selecting the first channel or the second channel and selecting a phrase 
representation which can be predefined, recorded as needed, or synthetically 
generated on demand; and, 

(d) a processing device, coupled to the telecommunication infrastructure, capable of 
storing: 

1) a phrase element associated with the phrase representation; and, 

2) a software program for providing an audible utterance over the 
selected first or second channel only in response to a selected phrase 
representation while permitting the third electronic device to 
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communicate over the unselected second or first channel and being 
capable of receiving an audible input over the selected channel. 

Independent Claim 27 defines a telecommunication infrastructure comprising a first 
electronic device, a second electronic device, a third electronic device, and a processing device. 
Applicants respectfully submit that the combination of Johnson and Rosenthal does not disclose 
"selecting a phrase representation which can be predefined, recorded as needed, or synthetically 
generated on demand." 

For the reasons stated above, Applicants respectfully submit that the embodiment as 
defined in claim 27 is patentable. Dependent claims 28-34 add their own limitations which 
render them patentable in their own right. 

Claims 35-41 

Claim 35 (as amended) states: 

A method for a user to communicate with a plurality of recipients over a plurality of 
channels, comprising steps of: 

(a) communicating over a first channel with a first recipient; 

(b) selecting a channel for generating an audible utterance; 

(c) selecting a phrase representation which can be predefined, recorded as needed, or 
synthetically generated on demand; and, 

(d) generating an audible utterance only over said selected channel based on said 
selected phrase representation while communicating over the first channel and 
being capable of receiving an audible input over the selected channel. 

Independent Claim 35 defines a method for a user to communicate with a plurality of 
recipients over a plurality of channels, by the steps of communicating over a first channel, 
selection a channel for generating an audible utterance, selecting a phrase representation, and 
generating an audible utterance only over the selected channel based on the selected phrase 
representation while communicating over the first channel and being capable of receiving an 
audible input over the selected channel. Applicants respectfully submit that the combination of 
Johnson and Rosenthal does not disclose "selecting a phrase representation which can be 
predefined, recorded as needed, or synthetically generated on demand." 
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For the reasons stated above, Applicants respectfully submit that the embodiment as 
defined in claim 35 is patentable. Dependent claims 36-41 add their own limitations which 
render them patentable in their own right. 



Conclusion 

In light of the above, it is respectfully submitted that all of the claims now pending in the 
subject patent application should be allowable, and reconsideration is requested. The Examiner is 
respectfully requested to telephone the undersigned if he can assist in any way in expediting 
issuance of a patent 

The Commissioner is authorized to charge any underpayment or credit any overpayment 
to Deposit Account No. 06-1325 for any matter in connection with this response, including any 
fee for extension of time, which may be required. 



Respectfully submitted, 



Date: June 8. 2007 By: /Thomas K. Plunkett/ 

Thomas K. Plunkett 
Reg. No. 57,253 

FLIESLER MEYER LLP 
650 California Street, 14 th Floor 
San Francisco, California 94108 
Telephone: (415) 362-3800 
Customer No. 23910 
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PATENT APPLICATION 

FXPALRef. No.FXA0015 

JOINT TO CORPORATE ASSIGNMENT 

WHEREAS, the undersigned Inventors: 



(1) Lester D. Nelson , 

a resident of 2453 Michele Jean Way, Santa Clara, California 95050 ; and 

(2) Laurent Denoue , 

a resident of 978 N. California Ave. Palo Alto. California. 94303 ; and 

(3) William N. Schilit , 

a resident of 973 Menlo Avenue, Menlo Park. California 94025 ; and 

(4) Elizabeth F. Churchill , 

a resident of 3740 25 th Street, Apt. 206, San Francisco, California 941 10 . 



have invented certain new and useful improvements in: 

MULTI-CHANNEL QUIET CALLS 

and have executed a declaration or oath for an application for a United States patent disclosing 
and identifying the invention: 

on the Date of Execution of Declaration for Patent Application set forth below 

adjacent to inventors' signatures. 

OR 

/ said application having Application Number 10/024,982 and filed on the 
Eighteenth day of December, of the year 2001. 



WHEREAS FUJI XEROX CO.. LTD.. (hereinafter termed "Assignee"), a corporation 
of JAPAN, having a place of business at 17-22, Akasaka 2-chome, Minato-ku, Tokyo, Japan, 
wishes to acquire the entire right, title and interest in and to said application and the invention 
disclosed therein, and in and to all embodiments of the invention, heretofore conceived, made 
or discovered jointly or severally by said Inventors (all collectively hereinafter termed "said 
invention"), and in and to any and all patents, certificates of invention and other forms of 
protection thereon (hereinafter termed "patents") applied for or granted in the United States 
and/or other countries. 
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NOW THEREFORE, for good and valuable consideration acknowledged by each of said 
Inventors to have been received in full from said Assignee: 

1 . Said Inventors do hereby sell, assign, transfer and convey to said Assignee, the 
entire right, title and interest (a) in and to said application and said invention; (b) in and to all 
rights to apply in any or all countries of the world for patents, certificates of inventions or other 
governmental grants on said invention, including the right to apply for patents pursuant to the 
International Convention for the Protection of Industrial Property or pursuant to any other 
convention, treaty, agreement or understanding; (c) in and to any and all applications filed and 
any and all patents, certificates of inventions or other governmental grants granted on said 
invention in the United States or any other country, including each and every application filed 
and each and every patent granted on any application which is a division, substitution, or 
continuation of any of said applications; (d) in and to each and every reissue or extension of any 
of said patents; and (e) in and to each and every patent claim resulting from a reexamination 
certificate for any and all of said patents. 

2. Said Inventors hereby jointly and severally covenant and agree to cooperate with 
said Assignee to enable said Assignee to enjoy to the fullest extent the right, title and interest 
herein conveyed in the United States and other countries. Such cooperation by said Inventors 
shall include prompt production of pertinent facts and documents, giving of testimony, executing 
of petitions, oaths, specifications, declarations or other papers, and other assistance all to the 
extent deemed necessary or desirable by said Assignee (a) for perfecting in said Assignee the 
right, title and interest herein conveyed; (b) for complying with any duty of disclosure; (c) for 
prosecuting any of said applications; (d) for filing and prosecuting substitute, divisional, 
continuing or additional applications covering said invention; (e) for filing and prosecuting 
applications for reissue of any of said patents; (f) for interference or other priority proceedings 
involving said invention; and (g) for legal proceedings involving said invention and any 
applications therefor and any patents granted thereon, including without limitation opposition 
proceedings, cancellation proceedings, priority contests, public use proceedings, reexamination 
proceedings, compulsory licensing proceedings, infringement actions and court actions; provided, 
however, that the expense incurred by said Inventors in providing such cooperation shall be paid 
for by said Assignee. 

3. The terms and covenants of this Assignment shall inure to the benefit of said 
Assignee, its successors, assigns and other legal representatives, and shall be binding upon said 
Inventors, their respective heirs, legal representatives and assigns. 

4. Said Inventors hereby jointly and severally warrant and represent that they have 
not entered and will not enter into any assignment, contract, or understanding in conflict 
herewith. 

IN WITNESS WHEREOF, the said Inventors have executed this instrument on the date of 
acknowledgment and delivered this instrument to said Assignee. 
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(1) Date of Execution of Declaration for Patent Application: March 1 . 2002 



Dated: ^/ ifc 



(2) Z>ate o/ Execution of Declaration for Patent Application: March 3, 2002 
(2)__VW^T Dated: 3>M/o^ 



(3) Z)a/e o/ Execution of DeclarationforPatent Application: March 1, 2002 



/^^AX/ Dated: I ( WCT^ 



(3)_ 

William Schilit 



(4) D<$: of Execution of Declaration for Patent Application: March 1, 2002 

Dated: -5.C^g- 

Elizabeth F. 6iukhill 



Attorney Docket No :FXPL-01035USO 
lharris/fxpl/1035us0.0O8 



Page 3 



PAIR : PAIR: Assignments Data 



Page 1 of 1 



United States Patent and Trademark Office 

Home | Site Index | Search | FAQ | Glossary | Guides | Contacts | eBusiness | eBiz alerts | News | Help 



PATENT APPLICATION INFORMATION RETRIEVAL 




Patent Assignment Abstract of Title 



Patent #: NONE 
Publication #: NONE 



Issue Dt: 
Pub Dt: 



Total Assignments: 1 

Application #: 09657370 Filing Dt: 09/08/2000 
PCT #: NONE 
Inventor: Lester D. Nelson 

Title: METHOD FOR GENERATING CONVERSATION UTTERANCES TO A REMOTE LISTENER IN 
RESPONSE TO A QUIET SELECTION 

Assignment: 1 

Reel/Frame- 011319/0507 Received: Recorded: Mailed: Pages: 

Reel/Frame. 011319/0507 12/13/2000 12/04/2000 02/17/2001 3 

Conveyance: ASSIGNMENT OF ASSIGNORS INTEREST (SEE DOCUMENT FOR DETAILS). 

Assignor: NELSON, LESTER D. Exec Dt: 11/16/2000 

Assignee: FUJI XEROX CO., LTD. 

17-22, AKASAKA 2-CHOME 

MINATO-KU, TOKYO, JAPAN 

Correspondent: FLIESLER, DUBB, MEYER & LOVEJOY 

MARTIN C. FLIESLER 

FOUR EMBARCADERO CENTER, SUITE 400 
SAN FRANCISCO, CA 94111 



Search Results as of: 5/17/2005 3:07:27 P i 



Assignment information 
recorded. 

If the assignment for a patent was not recorded, the name of the assignee 
publication or patent may be different. 
If you have any comments or questions concerning the da ta dis played, contact OPR I 
308-9723 



the assignment database reflects assignment documents that have been actually 
the patent application 



I.HOME | INDEX| SEARCH | eBUSINESS | CONTACT US | PRIVACY STATEMENT 



http://pair-direct.uspto.gov/cgi-bin/final/pair_ahd.pl 



5/17/2005 



RECORDATION FORM COVER SHEET ° S ^^SSESEK 
PATENTS ONLY 


To the Honorable Commissioner of Patents and Trademarks: Please record the attached original documents or copy thereof. 


1 . Name of conveying party(ies): 
Lester D. Nelson 

Additional name(s) of conveying party(ies) attached? _ Yes _X_ No 


2. Name and address of receiving party(ies): 
Name: Fuji Xerox Co., Ltd. 


Address: 17-22, Akasaka 2-chome 


Minato-ku. Tokyo 


3. Nature of conveyance: 

X Assignment Merger 

Security Agreement Change of Name 

Other 

Execution Date: November 1 6, 2000 


Japan 


Additional name(s) & address(es) attached? Yes _X_ No 


4. Application number(s) or patent number(s): 

A. Patent Application No.: 09/657,370 

Title: A METHOD FOR GENERATING 
CONVERSATION UTTERANCES TO A REMOTE 
LISTENER IN RESPONSE TO A QUIET 
SELECTION 

Filed Date: September 8. 2000 

Additional numbers atta 

If this document is being filed together with a new application, the 


B. Patent No(s).: 

ched? Yes X No 

execution date of the application is: 


5. Name and address of party to whom 

correspondence concerning document should 
be mailed: 

Name: Martin C. Fliesler 


6. Total Number of applications and patents involved: 
1_X $40.00 each 

7. Total fee (37 CFR 3.41) $ 40.00 


X Check Enclosed 

8. Fee Authorization. Authorization is given to charge 
any additional fees or credit any overpayment 
to Deposit Account No. 06-1325. 
Copy. (A duplicate copy of this authorization is not 
enclosed.) 


Address: Fliesler, Dubb, Meyer & Loveioy 
Four Embarcadero Center, Suite 400 


San Francisco. CA 941 1 1 


Telephone: (415)362-3800 




9. Statement and signature. 

To the best of my knowledge and belief, the foregoing information is true and correct and any attached 
copy is a true copy of the original document. 

Kirk J. DeNiro S^/\^J^ \ November 30. 2000 


Attorney (Reg. No.: 35,854) Signature Date 
1 0. Total number of pages to be recorded: _3_ ( 1 page cover sheet and _2_ page document). 



Attorney Docket No.: FXPL-01016US0 MCF/KJD 
KJD/fxpl/1 01 6.002 wpd 



Customer No. 23910 



SOLE TO CORPORATE ASSIGNMENT 



WHEREAS, the undersigned, Lester D. Nelson, a resident of Santa Clara, California 
(hereinafter termed "Inventor"), has invented certain new and useful improvements in: 

A METHOD FOR GENERATING CONVERSATION UTTERANCES TO A 
REMOTE LISTENER IN RESPONSE TO A QUIET SELECTION 

and has executed a declaration or oath for an application for a United States patent disclosinq and 
identifying the invention. 

IADttl WHEREAS FUJI XEROX CO., LTD., (hereinafter termed "Assignee"), a corporation of 
JAPAN, having a place of business at 1 7-22, Akasaka 2-chome, Minato-ku, Tokyo, Japan wishes 
to acquire the entire right, title and interest in and to said application and the invention disclosed 
therein, and in and to all embodiments of the invention, heretofore conceived, made or discovered 
jointly or severally by said Inventors (all collectively hereinafter termed "said invention") and in and 
to any and all patents, certificates of invention and other forms of protection thereon (hereinafter 
termed 'patents") applied for or granted in the United States and/or other countries. 

NOW THEREFORE, for good and valuable consideration acknowledged by said Inventor 
to have been received in full from said Assignee: 

1 . Said Inventor does hereby sell, assign, transfer and convey unto said Assignee the 
entire right, title and interest (a) in and to said application and said invention; (b) in and to all rights 
to apply in any and all countries of the world for patents, certificates of inventions or other 
governmental grants on said invention, including the right to apply for patents pursuant to the 
International Convention for the Protection of Industrial Property or pursuant to any other 
convention, treaty, agreement or understanding; (c) in and to any and all applications filed and any 
and a I patents, certificates of inventions or other governmental grants granted on said invention 
in the United States or any other country, including each and every application filed and each and 
every patent granted on any application which is a division, substitution, or continuation of any of 
said applications; (d) in and to each and every reissue or extension of any of said patents- and (e) 
in and to each and every patent claim resulting from a reexamination certificate for any and all of 
said patents. 

2. Said Inventor hereby covenants and agrees to cooperate with said Assiqnee to 
enable said Assignee to enjoy to the fullest extent the right, title and interest herein conveyed in 
the United States and other countries. Such cooperation by said Inventor shall include prompt 
production of pertinent facts and documents, giving of testimony, executing of petitions oaths 
specifications, declarations or other papers, and other assistance all to the extent deemed 
necessary or desirable by said Assignee (a) for perfecting in said Assignee the right, title and 
interest herein conveyed; (b) for complying with any duty of disclosure; (c) for prosecuting any of 
said applications; (d) for filing and prosecuting substitute, divisional, continuing or additional 
applications covering said invention; (e) for filing and prosecuting applications for reissue of any 
of said patents; (f) for interference or other priority proceedings involving said invention- and (q) 
tor legal proceedings involving said invention and any applications therefor and any patents 
granted thereon, including without limitation opposition proceedings, cancellation proceedings 
priority contests, public use proceedings, reexamination proceedings, compulsory licensing 
proceedings, infringement actions and court actions; provided, however, that the expense incurred 
by said Inventor in providing such cooperation shall be paid for by said Assignee 
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3. The terms and covenants of this Assignment shall inure to the benefit of said 
Assignee, its successors, assigns and other legal representatives, and shall be binding upon said 
Inventor, said Inventor's heirs, legal representatives and assigns. 

4. Said Inventor hereby warrants and represents that said Inventor has not entered 
and will not enter into any assignment, contract, or understanding in conflict herewith. 

IN WITNESS WHEREOF, the said Inventor has executed this instrument on the date of 
acknowledgement before the Notary Public as given below and delivered this instrument to said 
Assignee: 

. _✓_ Said application having SC/Serial Number 09/657,370 and filed on the 8 lh day of 
September, 2000. - 




ke$ter D. Nelson 
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